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DETAILED ACTION 

1 . This action is responsive to the amendment and remarks filed on April 7, 2009. 

2. Claims 1-2, 4-13 and 15-18 are presented for examination. 

Claim Rejections - 35 USC 112 

3. Claims 1, 2 and 4 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. The specification does not disclose "instructions to each of the service providing 
apparatus currently accessing the service providing apparatus ...commanding said one of the 
plurality of service providing apparatuses to display ..." as claimed in claim 1; Claim 4 also claim 
similar feature not disclose in the specification. The specification merely teach the plurality of 
information processing apparatuses accessing the service providing apparatus (i.e., not the 
service providing apparatus accessing the service providing apparatus). . . commanding 
information processing apparatus to display, not commanding service providing apparatus to 
display. 



Claim Rejections - 35 USC 101 
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4. Claims 1, 6, 12, 15 and 18 are rejected under 35 U.S.C. 101 because "Apparatus" 
comprising: means or units (i.e., considered as software) does not include any functional 
structure of an apparatus (i.e., hardware structure of an apparatus). An apparatus comprising 
software is considered as program per se, which is not one of the categories of statutory subject 
matter. 



Claim Rejections - 35 USC 102 



5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 



6. The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) and the Intellectual Property and High Technology Technical Amendments Act of 2002 
do not apply when the reference is a U.S. patent resulting directly or indirectly from an 
international application filed before November 29, 2000. Therefore, the prior art date of the 
reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre-AIPA 
35 U.S.C. 102(e)). 



Application/Control Number: 09/684,063 Page 4 

Art Unit: 2448 

7. Claim 18 is rejected under 35 U.S.C. 102(e) as being anticipated by Simonoff, U.S. 
Patent 7,043,529 (hereinafter Simonoff). 

8. As per claim 18, Simonoff teaches the invention as claimed providing a service (100, fig. 
3) to a plurality of information processing apparatuses (300, fig. 3) via a network (400 fig. 3), 
said service providing apparatus (100,fig. 3) comprising: 

(a) a provision unit configured to provide a plurality of information processing 
apparatuses with a chat room (col. 21, lines 19-26)(server 100 provides clients 300 with white 
board which includes chat room); 

(b) a reception unit configured: 

(i) to receive text messages from any of the plurality of information processing 
apparatuses currently in the chat room (col. 23, lines 60-63; col. 24, line 65-col. 
25, line 2) (server receive chat messages from clients) and 

(ii) to receive a content request transmitted from any of the plurality of 
information processing apparatuses currently in the chat room (col. 14, lines 14- 
32; col. 24, lines 53-56; col. 24, line 65-col. 25, line 2) (server receive command 
to relay/upload the content (e.g., drawn object or files) from the client); 

(c) an acquisition unit configured to acquire the requested content in response to 
reception of a content request (col. 14, lines 3 — 32; col. 23, line 60-col. 24, line 8) (obtaining the 
uploaded content (e.g., drawn object or uploaded files)); and 
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(d) a transmission unit configured: 

(i) to transmit a list of available content to all of the plurality of information 
processing apparatuses currently in the chat room (col. 14, lines 3-32); 

(ii) to transmit the received text messages to all of the plurality of information 
processing apparatuses currently in the chat room (col. 23, lines 60-64; col. 24, 
line 65 -col. 25, line 2)(server relays chat messages to users) and 

(iii) to transmit, when the reception unit receives the content request, 

the acquired content(col. 24, lines 22-27; col. 31, lines 35-37) (server sends to the 
clients) to all of the plurality of information processing apparatuses currently in 
the chat room (col. 20, lines 42-49; col. 24, lines 18-27; col. 24, line 65-col. 25, 
line 2) (server relays/displays the drawn object/file to users in the white board). 



Claim Rejections - 35 USC 103 



9. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



10. Claims 1, 4-6, 8-9, 12 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Simonoff in view of Morris et al, U.S. Patent Application Publication 2002/0052919 
(hereinafter Morris). 
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11. As per claim 1 , Simonoff teaches the invention substantially as claimed for providing a 
service (100, fig. 3) to a plurality of information processing apparatuses (300, fig. 3) via a 
network (400, fig. 3), said service providing apparatus (100,fig. 3) comprising: 

(a) storing means for storing a plurality of chat rooms (server 100 storing web pages 
containing the white boards) (col. 21, lines 19-26), a list of available content (e.g., list of 
files/objects), and content (files/object) (col. 14, lines 30-32; col. 24, lines 7-8; col. 34, lines 49- 
51); 

(b) receiving means: 

(ii) for receiving content requests transmitted from any of 

the plurality of information processing apparatuses currently participating in said one of 
the plurality of chat rooms, the content request including a selection from the list of 
available content (col. 14, lines 15-32; col. 22, lines 53-56) (server receive command to 
relay/upload the content (e.g., drawn object, files) from the client), and 

(iii) for receiving text messages transmitted from any of the plurality of 
information processing apparatuses currently participating in said one of the plurality of 
chat rooms (col. 23, lines 60-63; col. 24, line 65-col. 25, line 2) (server receive chat 
messages form clients); 

(c) acquiring means for acquiring the content requested by the content requests (col. 14, 
lines 30-32; col. 23, line 60-col. 24, line 8) (obtaining the upload file (e.g., drawn 
object)); 
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(d) transmitting means for transmitting to all of the plurality of information processing 
apparatuses currently participating in said one of the plurality of chat rooms (col. 24, lines 22-27; 
col. 31, lines 35-37) (server sends to the clients participating in the white board): 

(i) the list of available content stored in said storing means (col. 14, lines 1-32); 

(ii) the content acquired by said acquiring means (col. 20, lines 42-49; col. 24, 
lines 18-27; col. 24, line 65-col. 25, line 2) (relay/display drawn objects/files to users); 

(iii) a list of all of the information processing apparatuses currently accessing the 
service providing apparatus (col. 19, line 64-col. 20, line 1; col. 23, lines 49-56) (list of 
user accessing the server); 

(iv) said text messages received by said receiving means (col. 23, lines 60-64; col. 
24, line 65-col. 25, line 2) (chat messages relayed to the users); and 

(v) instructions to each of the service providing apparatus currently accessing the 
service providing apparatus and participating in said one of the plurality of chat rooms 
(currently accessing application and chat room (i.e., whiteboard)) (col. 23, lines 26-32, 
49-56) instructions commanding said one of the plurality of service providing 
apparatuses to display both the list of available content (col. 14, lines 1-32) and the name 
of the content (e.g., "Live Moving Tracks", fig. 4) being shared by all of information 
processing apparatuses currently receiving transmissions from the transmitting means. 

12. Simonoff does not specifically teach receiving participation requests. Morris teaches for 
receiving participation requests transmitted from any of the plurality of information processing 
apparatuses to include a corresponding one of the plurality of information processing apparatuses 
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in one of said plurality of chat rooms ([0006] and [0008]) (server 100 receives input of user 
clicking on SETUP button); and a list of all of the information processing apparatuses currently 
accessing the service providing apparatus and participating in said one of the plurality of chat 
rooms (figs. 1 and 2; [0007]). 



13. It would have been obvious to one having ordinary skill in the art at the time of the 
invention was made to combine the teachings of Simonoff and Morris because Morris's teaching 
of participation requests would allow users in Simonoff s system to invite other users to 
participants in a chat room without fear that uninvited user will be able to see their comments 
([0008]). 



14. As per claim 4, Simonoff teaches the invention substantially as claimed for providing a 
service (100, fig. 3) to a plurality of information processing apparatuses (300, fig. 3) via a 
network (400, fig. 3), said service providing method comprising: 

(a) a storage step of storing a plurality of chat rooms (server 100 storing web pages containing 
the white boards) (col. 21, lines 19-26), a list of available content (e.g., list of files/objects), and 
content in a service providing apparatus (files/drawn object) (col. 14, lines 30-32; col. 24, lines 
7-8; col. 34, lines 49-51); 

(c) a second reception step of receiving in the service providing apparatus a content request 
transmitted from any of the information processing apparatuses belonging to said one of the of 
the plurality of chat rooms, the content request including a selection from the list of available 
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content (col. 22, lines 53-56) (server receive command to relay/display the content (e.g., drawn 
object/files) from the client); 

(d) a third reception step of receiving text messages transmitted from any of the information 
processing apparatuses currently participating in said one of the plurality of chat rooms (col. 23, 
lines 60-63; col. 24, line 65-col. 25, line 2) (server receive chat messages form clients); 

(e) an acquisition step of acquiring in the service providing apparatus the content requested by 
the content request (col. 14, lines 30-32; col. 23, line 60-col. 24, line 8) (obtaining the upload file 
(e.g., object)); 

(f) a first communication step of transmitting from the service providing apparatus to all of the 
information processing apparatus currently accessing the service providing apparatus and 
participating in said one of the plurality of chat rooms the list of available content (col. 14, lines 
1-32); 

(g) a second communication step of transmitting from the service providing apparatus the 
content acquired by the acquisition step to all of the information processing apparatuses currently 
accessing the service providing apparatus and participating in said one of the plurality of chat 
rooms (col. 20, lines 42-49; col. 24, lines 18-27; col. 24, line 65-col. 25, line 2; col. 31, lines 35- 
37) (relay/display objects/files to users); and 

(h) a transmission step of transmitting to each of the information processing apparatuses in said 
one of the plurality of chat rooms: 

(i) the content acquired in said acquisition step (col. 20, lines 42-49; col. 24, lines 18-27; 
col. 24, line 65-col. 25, line 2) (relay/display objects/files to users), 
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(ii) a list of all of the information processing apparatuses currently accessing the service 
providing apparatus (col. 19, line 64-col. 20, line 1; col. 23, lines 49-56) (list of user accessing 
the server), 

(iii) the text messages (col. 23, lines 60-64; col. 24, line 65-col. 25, line 2) (chat messages 
relayed to the users); and 

(iv) instructions to each of the service providing apparatus currently accessing the 
service providing apparatus and participating in said one of the plurality of chat rooms 
(currently accessing application and chat room (i.e., whiteboard)) (col. 23, lines 26-32, 
49-56) instructions commanding said one of the plurality of service providing 
apparatuses to display both the list of available content (col. 14, lines 1-32) and the name 
of the content being shared by all of information processing apparatuses currently 
receiving transmissions from the service providing apparatus(e.g., "Live Moving 
Tracks", fig. 4). 

15. Simonoff does not specifically teach receiving participation requests. Morris teaches 
receiving in the service providing apparatus a participation request to include one of the plurality 
of information processing apparatuses in one of said plurality of chat rooms ([0006] and [0008]) 
(server 100 receives input of user clicking on SETUP button); and a list of all of the information 
processing apparatuses currently accessing the service providing apparatus and participating in 
said one of the plurality of chat rooms (figs. 1 and 2; [0007]). 
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16. It would have been obvious to one having ordinary skill in the art at the time of the 
invention was made to combine the teachings of Simonoff and Morris because Morris's teaching 
of participation requests would allow users in Simonoff s system to invite other users to 
participants in a chat room without fear that uninvited user will be able to see their comments 
([0008]). 



17. As per claim 5, Simonoff teaches the invention substantially as claimed for providing a 
service (100, fig. 3) to a plurality of information processing apparatuses (300, fig. 3) via a 
network (400, fig. 3), comprising: 

(a) a storage step of storing in the shared server a plurality of chat rooms (server 100 storing web 
pages containing the white boards) (col. 21, lines 19-26), a list of available content (e.g., list of 
files/objects), and content (files/objects) (col. 14, lines 30-32; col. 24, lines 7-8; col. 34, lines 49- 
51); 

(c) a second reception step of receiving a content request transmitted from any of the information 
processing apparatuses currently participating in said one of the of the plurality of chat rooms, 
the content request including a selection from the list of available content (col. 22, lines 53-56) 
(server receive command to relay/display the content (e.g., object/file) from the client); 

(d) a third reception step of receiving text messages transmitted from any of the information 
processing apparatuses currently participating in said one of the plurality of chat rooms (col. 23, 
lines 60-63; col. 24, line 65-col. 25, line 2) (server receive chat messages form clients); 

(e) an acquisition step of acquiring the content requested by the content request (col. 14, lines 30- 
32; col. 23, line 60-col. 24, line 8) (obtaining the upload file/object); 
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(f) a first communication step of transmitting from the shared server to all of the information 
processing apparatuses currently accessing the shared server and participating in said one of the 
plurality of chat rooms the list of available content (col. 14, lines 1-32); 

(g) a second communication step of transmitting the content acquired by the acquisition step to 
all of the information processing apparatuses currently accessing the shared server and 
participating in said one of the plurality of chat rooms (col. 20, lines 42-49; col. 24, lines 18-27; 
col. 24, line 65-col. 25, line 2; col. 31, lines 35-37) (relay/display objects/files to users); and 

(h) a transmission step of transmitting to each of the plurality of information processing 
apparatuses currently accessing the shared server and participating in said one of the plurality of 
chat rooms: 

(i) the content acquired in said acquisition step (col. 14, lines 1-32; col. 20, lines 42-49; 
col. 24, lines 18-27; col. 24, line 65-col. 25, line 2) (relay/display objects/files to users), 

(ii) a list of all of the information processing apparatuses currently accessing the shared 
server (col. 19, line 64-col. 20, line 1; col. 23, lines 49-56) (list of user accessing the server), 

(iii) the text messages (col. 23, lines 60-64; col. 24, line 65-col. 25, line 2) (chat messages 
relayed to the users), and 

(iv) instructions commanding each of the information processing apparatuses currently 
accessing the shared server and participating in said one of the plurality of chat rooms (currently 
accessing application and chat room (i.e., whiteboard)) (col. 23, lines 26-32, 49-56) to display 
both the list of available content (col. 14, lines 1-32) and the name of the content being shared 
by all of information processing apparatuses currently receiving transmissions from the shared 
server (e.g., "Live Moving Tracks", fig. 4). 
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18. Simonoff does not specifically teach receiving participation requests. Morris teaches 
receiving in a shared server a participation request transmitted from any of the plurality of 
information processing apparatuses to include one of the plurality of information processing 
apparatuses in one of said plurality of chat rooms ([0006] and [0008]) (server 100 receives input 
of user clicking on SETUP button); and a list of all of the information processing apparatuses 
currently accessing the shared server and participating in said one of the plurality of chat rooms 
(figs. 1 and 2; [0007]). 



19. It would have been obvious to one having ordinary skill in the art at the time of the 
invention was made to combine the teachings of Simonoff and Morris because Morris's teaching 
of participation requests would allow users in Simonoff s system to invite other users to 
participants in a chat room without fear that uninvited user will be able to see their comments 
([0008]). 



20. As per claim 6, Simonoff teaches the invention substantially as claimed for accessing a 
service providing apparatus functioning as shared server, which provides services on a network 
(300 accessing 100, which provides service on 400 of figs. 2 and 3), together with other 
information processing apparatuses (300, figs. 2 and 3), said information processing apparatus 
comprising: 
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(a) inputting means for inputting access information into a single window of a media 
player configured to access a shared server to select and participate in one of a plurality of chat 
rooms (col. 23, lines 43-50) (inputting login username and password); 

(b) display control means for controlling display of a list of available content transmitted 
from the shared server in the single window of the media player (col. 14, lines 1-32; col. 19, lines 
8-26) (figure 4 displays a list transmitted with the client applet); 

(c) selecting means for selecting content from the list of available content in the single 
window of the media player (col. 14, lines 1-32; col. 22, lines 11-14) and requesting the shared 
server to transmit the selected content to the information processing apparatus and all of the 
other information processing apparatuses currently accessing the shared server and participating 
in said one of the plurality of chat rooms by activating a command in the single window of the 
media player (col. 14, lines 1-32; col. 23, lines 60-64; col. 24, line 65-col. 25, line 2); 

(d) receiving means: 

(i) for receiving the selected content transmitted from the shared server to all of 
the information processing apparatuses currently accessing the shared server and 
participating in said one of the plurality of chat rooms (col. 14, lines 1-32; col. 31, line 
66-col. 32, line 2; col. 24, lines 24-27; col. 24, line 65-col. 25, line 2) (users receives the 
relay/uploaded objects/files transmitted from the server); 

(ii) for receiving a list of all of the information processing apparatuses currently 
accessing the shared server (col. 23, lines 53-56) (user receiving the list of user accessing 
the server); and 
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(iii) for receiving text messages transmitted from the shared server to all of the 
information processing apparatuses currently accessing the service providing apparatus 
and participating in said one of the plurality of chat rooms (col. 23, lines 60-63; col. 24, 
line 65-col. 25, line 2) (user receives the chat messages relayed from the server) 

(e) displaying means for displaying in the single window of the media player the 
list of all of the information processing apparatuses currently accessing the shared server 
(col. 23, lines 53-56; e.g., fig. 4); and 

(f) reproduction controlling means for reproducing 

(1) the received content (col. 14, lines 1-32; col. 23, lines 60-66; col. 24, 
line 65-col. 25, line 2), 

(ii) the list of all of the information processing apparatuses currently 
accessing the shared server (col. 19, line 64-col. 20, line 1; col. 23, lines 49-56) 
(list of user accessing the server), and 

(iii) the text messages (col. 20, lines 42-49). 

21 . Simonoff does not specifically teach receiving a list of all of information processing 
apparatuses participating in said one of the plurality of chat rooms. Morris teaches a list of all of 
the information processing apparatuses currently accessing the shared server and participating in 
said one of the plurality of chat rooms (figs. 1 and 2; [0007]). 

22. It would have been obvious to one having ordinary skill in the art at the time of the 
invention was made to combine the teachings of Simonoff and Morris because Morris's teaching 
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of a list of all of the information processing apparatuses currently accessing the shared server and 
participating in said one of the chat rooms would allow users in Simonoff s system to identify 
other users that are participating in a chat room ([0008]). 

23. As per claim 8, Simonoff teaches the invention substantially as claimed for accessing a 
service providing apparatus functioning as shared server, which provides services on a network 
(300 accessing 100, which provides service on 400 of figs. 2 and 3), together with other 
information processing apparatuses (300, figs. 2 and 3), comprising: 

(a) inputting step of inputting access information into a single window of a media player 
configured to access the single shared server to select and participate in one of a plurality of chat 
rooms (col. 23, lines 43-50) (inputting login username and password into a window of a white 
board client); 

(b) display controlling step of controlling display of a list of available content transmitted 
from the single shared server in the single window of the media player (col. 14, lines 14-27; col. 
19, lines 8-26) (figure 4 displays a list transmitted with the client applet); 

(c) selecting step of selecting content from the list of available content in the single 
window of the media player (col. 14, lines 1-32; col. 22, lines 11-14) and requesting the single 
shared server to transmit the selected content to all of the information processing apparatus 
currently accessing the single shared server and participating in said one of the plurality of chat 
rooms (col. 14, lines 1-32; col. 23, lines 60-64; col. 24, line 65-col. 25, line 2); 

(d) a transmission step of transmitting the list of available content and a list of all of the 
information processing apparatuses currently accessing the single shared server to each of the 
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information processing apparatuses (col. 14, lines 1-32; col. 19, line 64-col. 20, line 1; col. 23, 
lines 49-56) (list of upload/download files and list of user accessing the server); 

(e) a receiving step of receiving the list of available content, content, text messages, and a 
list of all of the information processing apparatuses currently accessing the single shared server 
transmitted from the single shared server to all of the information processing apparatuses 
currently participating in said one of the plurality of chat rooms (col. 14, lines 1-32; col. 31, line 
66-col. 32, line 2; col. 23, lines 53-63; col. 24, lines 24-27; col. 24, line 65-col. 25, line 2) (users 
receives the objects/files, chat messages, and list of users transmitted from the server), 

(f) a display step of displaying in the single window of the media player the list of all of 
the information processing apparatuses currently accessing the single shared server (col. 23, lines 
53-56; e.g., fig. 4); and 

g) a reproduction step of reproducing the content (col. 23, lines 60-66; col. 24, line 65- 
col. 25, line 2), the text messages (col. 20, lines 42-49), and the list of all of the information 
processing apparatuses currently accessing the shared server and participating in said on said 
plurality of chat rooms in the single window of the media player (col. 23, lines 55-56; fig. 4) 
(reproduce on the interface, the list of user logged on to the server 100 and participating with 
whiteboard server). 

24. Simonoff does not specifically teach receiving a list of all of information processing 
apparatuses belonging to said one of the plurality of chat rooms. Morris teaches a list of all of 
the information processing apparatuses currently accessing the shared server and belonging to 
said one of the plurality of chat rooms (figs. 1 and 2; [0007]). 
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25. It would have been obvious to one having ordinary skill in the art at the time of the 
invention was made to combine the teachings of Simonoff and Morris because Morris's teaching 
of a list of all of the information processing apparatuses currently accessing the shared server and 
belonging to said one of the chat rooms would allow users in Simonoff s system to identify other 
users that are participating in a chat room ([0008]). 

26. As per claim 9, Simonoff teaches the invention substantially as claimed for accessing a 
service providing apparatus functioning as shared server, which provides services on a network 
(300 accessing 100, which provides service on 400 of figs. 2 and 3), together with other 
information processing apparatuses (300, figs. 2 and 3), comprising: 

(a) an inputting step of inputting access information into a single window of a media 
player configured to access the shared server to select and participate in one of a plurality of chat 
rooms (col. 23, lines 43-50) (inputting login username and password); 

(b) a display controlling step of controlling display of a list of available content 
transmitted from the shared server in the single window of the media player (col. 14, lines 14-27; 
col. 19, lines 8-26) (figure 4 displays a list transmitted with the client applet); 

(c) a selecting step of selecting content from the list of available content in the single 
window of the media player (col. 14, lines 1-32; col. 22, lines 11-14) and requesting the shared 
server to transmit the selected content to said information processing apparatus and all of the 
other information processing apparatuses currently accessing the shared server and participating 
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in said one of the plurality of chat rooms by activating a command in the single window of the 
media player (col. 23, lines 60-64; col. 24, line 65-col. 25, line 2); 

(d) a transmission step of transmitting the list of available content, a list of all of the 
information processing apparatuses currently accessing the shared server to each of the 
information processing apparatuses currently participating in said one of the plurality of chat 
rooms (col. 14, lines 1-32; col. 19, line 64-col. 20, line 1; col. 23, lines 49-56) (list of 
uploaded/downloaded files and list of user accessing the server); 

(e) a receiving step of receiving: 

(i) the list of available content (col. 14, lines 1-32; col. 22, lines 11-14); 

(ii) the selected content transmitted from the shared server to all of the 
information processing apparatuses currently participating in said one of the plurality of 
chat rooms (col. 14, lines 1-32; col. 31, line 66-col. 32, line 2; col. 24, lines 24-27; col. 
24, line 65-col. 25, line 2) (users receives the relay/display objects/files transmitted from 
the server); 

(iii) a list of all of the information processing apparatuses currently accessing the 
shared server (col. 23, lines 53-56) (user receiving the list of user accessing the server); 
and 

(iv) text messages sent from any of the information processing apparatuses 
currently accessing the shared server and participating in said one of the plurality of chat 
rooms (col. 23, lines 60-63; col. 24, line 65-col. 25, line 2) (user receives the chat 
messages relayed from the server); 
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(f) a display step of displaying the list of all of the information processing apparatuses 
currently accessing the shared server in the single window of the media player (col. 23, lines 53- 
56; fig. 4); and 

(g) reproduction controlling means for reproducing the content (col. 23, lines 60-66; col. 
24, line 65-col. 25, line 2) and the text messages (col. 20, lines 42-49). 

27. Simonoff does not specifically teach receiving a list of all of information processing 
apparatuses currently participating in said one of the plurality of chat rooms. Morris teaches a 
list of all of the information processing apparatuses currently accessing the shared server and 
currently participating in said one of the plurality of chat rooms (figs. 1 and 2; [0007]). 

28. It would have been obvious to one having ordinary skill in the art at the time of the 
invention was made to combine the teachings of Simonoff and Morris because Morris's teaching 
of a list of all of the information processing apparatuses currently accessing the shared server and 
currently participating in said one of the chat rooms would allow users in Simonoff s system to 
identify other users that are participating in a chat room ([0008]). 

29. As per claim 12, Simonoff teaches the invention substantially as claimed for providing a 
service (100, fig. 3) to a plurality of information processing apparatuses (300, fig. 3), the service 
providing apparatus functioning as a shared server on a network (400, fig. 3), said service 
providing apparatus (100,fig. 3) comprising: 
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(a) a storage unit configured to store a plurality of chat rooms (server 100 storing web 
pages containing the white boards) (col. 21, lines 19-26), a list of available content (e.g., list of 
files/objects), and content (files/object) (col. 14, lines 30-32; col. 24, lines 7-8; col. 34, lines 49- 
51); 

(b) a receiving unit: 

(ii) configured to receive content requests transmitted from any of the 
information processing apparatuses currently participating in said one of said plurality of chat 
rooms, the content requests including a selection from the list of available content (col. 14, lines 
1-32; col. 22, lines 53-56) (server receive command to relay/display the content (file/object) 
from the client); and 

(iii) configured to receive text messages transmitted from any of the information 
processing apparatuses currently accessing the shared server and participating in said one 
of the plurality of chat rooms (col. 23, lines 60-63; col. 24, line 65-col. 25, line 2) (server 
receive chat messages form clients); 

(c) an acquisition unit configured to acquire the content requested by the content requests 
(col. 14, lines 30-32; col. 23, line 60-col. 24, line 8) (obtaining the upload file/object); 

(d) a communication unit configured to transmit the content acquired by said acquisition 
unit and the text messages to all of the information processing apparatuses currently accessing 
the shared server and participating in said one of the plurality of chat rooms (col. 14, lines 1-32; 
col. 20, lines 42-49; col. 23, lines 60-64; col. 24, lines 18-27; col. 24, line 65-col. 25, line 2; col. 
31, lines 35-37) (relay/display objects/files and chat messages to users at the same time); and 
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(e) a transmitter configured to transmit to each of the information processing apparatuses 
currently accessing the shared server and participating in said one of the plurality of chat rooms: 

(i) the list of available content (col. 14, lines 1-32; col. 22, lines 53-56); 

(ii) a list of all of the information processing apparatuses currently accessing the 
shared server (col. 19, line 64-col. 20, line 1; col. 23, lines 49-56) (list of user accessing the 
server); 

(ii) the content acquired by the acquisition unit (col. 14, lines 1-32; col. 20, lines 
42-49; col. 24, lines 18-27; col. 24, line 65-col. 25, line 2) (relay/display objects/files to users); 
and 

(iv) the text messages received by the receiving unit (col. 23, lines 60-64; col. 24, 
line 65-col. 25, line 2) (chat messages relayed to the users). 

30. Simonoff does not specifically teach receiving participation requests. Morris teaches 
receiving participation requests to include a corresponding one of a plurality of information 
processing apparatuses in one of the plurality of chat rooms, the participation requests 
transmitted from any of a plurality of information processing apparatuses ([0006] and [0008]) 
(server 100 receives input of user clicking on SETUP button), and a list of all of the information 
processing apparatuses currently accessing the shared server and participating in said one of the 
of chat rooms (figs. 1 and 2; [0007]). 

31. It would have been obvious to one having ordinary skill in the art at the time of the 
invention was made to combine the teachings of Simonoff and Morris because Morris's teaching 



Application/Control Number: 09/684,063 Page 23 

Art Unit: 2448 

of participation requests would allow users in Simonoff s system to invite other users to 
participants in a chat room without fear that uninvited user will be able to see their comments 
([0008]). 

32. As per claim 15, Simonoff teaches the invention substantially as claimed for accessing a 
service providing apparatus functioning as shared server, which provides services on a network 
(300 accessing 100, which provides service on 400 of figs. 2 and 3), together with other 
information processing apparatuses (300, figs. 2 and 3), comprising: 

(a) an input unit configured to input access information into a single window of a media 
player configured to access the shared server to select and participate in one of a plurality of chat 
rooms (col. 23, lines 43-50) (inputting login username and password); 

(b) a display control unit configured to control display of a list of available content 
transmitted from the shared server in the single window of the media player (col. 14, lines 14-27; 
col. 19, lines 8-26) (figure 4 displays a list transmitted with the client applet); 

(c) a selecting unit configured to select content from the list of available content in the 
single window of the media player (col. 14, lines 1-32; col. 22, lines 11-14) and to request the 
shared server to transmit the selected content to said information processing apparatus and all of 
the other information processing apparatuses currently accessing the shared server and 
participating in said one of the plurality of chat rooms by activating a command in the single 
window of the media player (col. 23, lines 60-64; col. 24, line 65-col. 25, line 2); 

(d) a transmitting unit configured to transmit the list of available content and a list of all 
of the information processing apparatuses currently accessing the shared server to each of the 
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information processing apparatuses currently accessing the shared server in said one of the 
plurality of chat rooms (col. 14, lines 1-32; col. 19, line 64-col. 20, line 1; col. 23, lines 49-56) 
(list of objects/files and list of user accessing the server); 

(e) a reception unit configured to receive from each of the information processing 
apparatuses currently accessing the shared server and participating in said one of the plurality of 
chat rooms: 

(i) content transmitted from the shared server to all of the information processing 
apparatuses currently accessing the shared server and participating in said one of the 
plurality of chat rooms (col. 14, lines 1-32; col. 31, line 66-col. 32, line 2; col. 24, lines 
24-27; col. 24, line 65-col. 25, line 2) (users receives the relay/uploaded objects/files 
transmitted from the server); 

(ii) a list of all of the information processing apparatuses currently accessing the 
shared server (col. 23, lines 53-56) (user receiving the list of user accessing the server); 
and 

(iii) text messages (col. 23, lines 60-63; col. 24, line 65-col. 25, line 2) (user 
receives the chat messages relayed from the server) 

(f) a display unit configured to display the list of all of the information processing 
apparatuses currently accessing the shared server (col. 23, lines 53-56); and 

(g) reproduction control unit configured to reproduce the content (col. 23, lines 60-66; 
col. 24, line 65-col. 25, line 2), the list (col. 23, lines 55-56) and the text messages (col. 20, lines 
42-49). 
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33. Simonoff does not specifically teach receiving a list of all of information processing 
apparatuses participating in said one of the plurality of chat rooms. Morris teaches a list of all of 
the information processing apparatuses currently accessing the shared server and participating in 
said one of the plurality of chat rooms (figs. 1 and 2; [0007]). 

34. It would have been obvious to one having ordinary skill in the art at the time of the 
invention was made to combine the teachings of Simonoff and Morris because Morris's teaching 
of a list of all of the information processing apparatuses currently accessing the shared server and 
participating in said one of the chat rooms would allow users in Simonoff s system to identify 
other users that are participating in a chat room ([0008]). 

35. Claims 2, 7, 13 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Simonoff and Morris in view of Johnson et al, U.S. Patent 7,143,177 (hereinafter Johnson). 

36. As per claims 2 and 13, Simonoff and Morris teach the invention substantially as claimed 
as claims 1 and 12 above. Simonoff and Morris do not specifically teach the content is music. 
Johnson teaches wherein: 

(a) the content requested by the content requests is music (col. 5, lines 32-41; col. 29, 
lines 58-61; col. 30, lines 20-26) and 

(b) the selection is particular music data (col. 20, lines 50-53; col. 21, lines 24-36). 
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37. It would have been obvious to one having ordinary skill in the art at the time of the 
invention was made to combine the teachings of Simonoff, Morris and Johnson because 
Johnson's teaching of the content selected is music would allow users in Simonoff s and 
Morris's systems to share multimedia such as music with other users. 

38. As per claim 7, Simonoff and Morris teach the invention substantially as claimed as 
claim 6 above. Although Simonoff teaches the list of available content is a table listing available 
data provided from the service providing apparatus (col. 14, lines 30-32; col. 24, lines 7-8; col. 
34, lines 49-51), however, Simonoff and Morris do not specifically teaches the content is music. 
Johnson teaches wherein: 

music data provided from the service providing apparatus (col. 5, lines 32-41; col. 29, 
lines 58-61; col. 30, lines 20-26) and the music data corresponds to the selected content (col. 5, 
lines 32-41; col. 29, lines 58-61; col. 30, lines 20-26). 

39. It would have been obvious to one having ordinary skill in the art at the time of the 
invention was made to combine the teachings of Simonoff, Morris and Johnson because 
Johnson's teaching of the content selected is music would allow users in Simonoff s and 
Morris's systems to share multimedia such as music with other users. 

40. As per claim 16, Simonoff and Morris teach the invention substantially as claimed as 
claim 15 above. Although Simonoff teaches the list of available content is a table listing 
available data provided from the shared server (col. 14, lines 30-32; col. 24, lines 7-8; col. 34, 
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lines 49-51), however, Simonoff and Morris do not specifically teaches the content is music. 
Johnson teaches wherein: 

music data provided from the shared server (col. 5, lines 32-41; col. 29, lines 58-61; col. 
30, lines 20-26) and the music data corresponds to the selected content (col. 5, lines 32-41; col. 
29, lines 58-61; col. 30, lines 20-26). 

41 . It would have been obvious to one having ordinary skill in the art at the time of the 
invention was made to combine the teachings of Simonoff, Morris and Johnson because 
Johnson's teaching of the content selected is music would allow users in Simonoff s and 
Morris's systems to share multimedia such as music with other users. 

42. Claims 10-11 and 17 are rejected under 35 U.S. C. 103(a) as being unpatentable over 
Simonoff and Morris in view of Erdelyi, U.S. Patent Application Publication 2004/0056879 
(hereinafter Erdelyi). 

43. As per claims 10-11 and 17, Simonoff and Morris teach the invention 
substantially as claimed in claims 6, 9 and 15 above. Simonoff and Morris do not teach 
activating a play button. Erdelyi teaches activating a command by activating a play button in the 
single window of the media player (page 5, paragraphs 80 and 81). 

44. It would have been obvious to one having ordinary skill in the art at the time of the 
invention was made to combine the teaching of Simonoff, Morris and Erdelyi because Erdelyi's 
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teaching of a single window of a media player would enhance and make it easier for users in 
Simonoff s and Morris's systems to input and to select information/contents utilizing the 
graphical interface. 

45. Applicant's arguments with respect to claims 1-2, 4-13 and 15-18, filed on 4/7/09 have 
been considered but are not persuasive. 

46. In the remark, applicant argued that: 

(1) Each of the elements recited in the claims is a structure component 
of that apparatus, therefore the claims are drawn to one of the categories of 
statutory subject matter. 

(2) No combination of the cited references would have taught a system 
consisting of server and a plurality of linked computers in which the server 
transmits to each of the computers currently participating in the same chat 
room (1) a list of the available content stored in the server's memory, (2) a 
particular content, (3) a list of all of the other computers currently 
participating in the chat room, (4) text messages sent by any or all of the 
computer users to all of the other computer users. 

47. In response to point (1), an apparatus is only considered as a machine within the meaning 
of 101 if at least one element of the claim includes a hardware element. Although the means- 
plus-function elements correspond to structure, however, the means-plus-function is not limited 



Application/Control Number: 09/684,063 Page 29 

Art Unit: 2448 

to only hardware structure. Therefore, the rejections are maintained. Applicant is requested to 
provide support from the specification, specifying page and line number, showing at least one 
element (e.g., means-plus-function element or unit) of each independent claims is directed to 
hardware structure. 

48. In response to point (2), In response to applicant's argument that the references fail to 
show certain features of applicant's invention, it is noted that the features upon which applicant 
relies (i.e., consisting) are not recited in the rejected claim(s). Although the claims are 
interpreted in light of the specification, limitations from the specification are not read into the 
claims. See In re Van Geuns, 988 F.2d 1 181, 26 USPQ2d 1057 (Fed. Cir. 1993). It is noted that 
the combination of Simonoff and Morris teaches the limitations as argued above. Specifically, 
Simonoff teaches the server transmits to each of the computers currently participating in the 
same chat room (i.e., transmitting to the users currently participating in the whiteboard) (1) a list 
of the available content stored in the server's memory (col. 14, lines 15-32; list of file uploaded 
to the white board (chat room) server), (2) a particular content (col. 13, line 42-col. 14, line 25, 
displaying the selected image file of the files), (3) a list of all of the other computers currently 
participating in the chat room (col. 23, lines 49-56, list of users logged in to the server 100 and 
whiteboard (i.e., chat room)), (4) text messages sent by any or all of the computer users to all of 
the other computer users (col. 23, lines 60-66; col. 32, lines 10-13). Morris teaches a list of all of 
the information processing apparatuses currently accessing the shared server and participating in 
said one of the plurality of chat rooms (figs. 1 and 2; [0007]). 
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49. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). A shortened statutory period for reply to this final action 
is set to expire THREE MONTHS from the mailing date of this action. In the event a first reply 
is filed within TWO MONTHS of the mailing date of this final action and the advisory action is 
not mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of the 
advisory action. In no event, however, will the statutory period for reply expire later than SIX 
MONTHS from the mailing date of this final action. Any inquiry concerning this 
communication or earlier communications from the examiner should be directed to Philip C Lee 
whose telephone number is (571)272-3967. The examiner can normally be reached on 8 AM TO 
5:30 PM Monday to Thursday and every other Friday. If attempts to reach the examiner by 
telephone are unsuccessful, the examiner's supervisor, Firmin Backer can be reached on (571) 
272-6703. The fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. Information regarding the status of an application may be obtained 
from the Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For more 
information about the PAIR system, see h ttp ://pair-direct.uspto . gov . Should you have questions 
on access to the Private PAIR system, contact the Electronic Business Center (EBC) at 866-217- 
9197 (toll-free). 
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